Course participants should endeavour to familiarize themselves with materials marked with an * . A detailed discussion of the general issue can be found in “The Legal Protection of Databases” by M Davison (Cambridge University Press, 2003). 

Database cases: http://www.ivir.nl/files/database/index.html. The website of the Institute of Information Law contains an impressive database of database cases. Course participants should read the case summaries in that database and may, if they wish, refer to the actual decisions themselves. Specific cases that will be mentioned are listed below but course participants may gain understanding of the effect of the Directive by reading other case summaries.

Database Protection

Introduction.  

Background – protection before the Directive

Originality standards in Copyright

Feist Inc  v Rural Telephone Inc  (1991) 111 S Ct 1282, 20 IPR 129

The Law Society of Upper Canada v CCH Canadian Ltd Supreme Court of Canada March 4, 2004. 

Desktop Marketing Systems Pty Ltd v Telstra Corporation Ltd [2002] Full Court Federal Court of Australia 112 
Unfair competition laws

*Groupe Moniteur v Observatoire des Marches 
*Dictionnaire Permanent des Conventions Collectives 
*A v B Frankfurt Court of Appeal September 17, 2002. Case 11 U 67/2000

The History of the Directive

The Directive – General issues

* Database Directive Official Journal L 077 , 27/03/1996 P. 0020 - 0028
Definition of a database – ‘a collection of independent works, data or other materials arranged in a systematic or methodical way and individually accessible by electronic or other means.’
Mars UK Ltd v Teknowledge Ltd 2000 [FSR] 138 
Copyright harmonization 
 The sui generis right 
Some of the cases that will be referred to in relation to the sui generis right are: 

*De Telegraaf v NOS and HMG 
*Algemeen Dagbalc v Eureka 

*Danaske Daglblades Forening v Newsbooster APS (V 110/02) 

*Stepstone GmbH v OFiR Deutschaland 

*NVM v De Telegraaf 
*Kidnet case 
*Spot SPRL v Canal Numedia 
Ownership 

Which databases get protected 

Some difficult issues eg substantial investment in ‘obtaining … the contents’.

Qualitative v quantitative investment in obtaining, presenting and verifying. 

The rights of extraction and re-utilization 

Extraction – the permanent or temporary transfer of all or a substantial part of the contents of a database to another medium by any means or in any form. This is the copyright right of reproduction, giving it a new name does not alter its nature. 

Re-utilization – any form of making available to the public all or a substantial part of the contents of a database by the distribution of copies, by renting, by on-line or other forms of transmission. 
The nature of infringement

Art 7(1) – the right is a right of the database owner to prevent extraction and/or re-utilization of the whole or a substantial part, evaluated qualitatively and/or quantitatively, of the contents of that database. 

Issues for the ECJ 

A number of database cases have been referred to the European Court of Justice, including the following: 

*Horseracing Board Ltd. v. William Hill Organization Ltd., High Ct. of Justice, Ch. Div., 9 February 2001  
Horseracing Board Ltd v William Hill Organization Ltd , Court of Appeal, Civ Div 31 July, 2001. 

*Fixtures Marketing Ltd v. Oy Veikkaus Ab, District Court of Vantaa (Finland), 1 February 2002 
* Fixtures Marketing v ABSvenka Spel 
· The Databaseness of the Database

· One database or a series of new databases – when does the 15 years expire/taking of insubstantial parts from multiple databases?

· The Spin Off Doctrine

P. Bernt Hugenholtz, ‘Program Schedules, Event Data and Telephone Subscriber Listings under the Database Directive. The ‘Spin-Off’ Doctrine in the Netherlands and elsewhere in Europe’, paper presented at the 11th Annual Conference on International Intellectual Property Law & Policy, Fordham University School of Law, April 24-25, 2003 
Exceptions to the sui generis right

Recital 52 – where Members States have specific rules providing for a right comparable to the sui generis right provide for in the Directive should be permitted to retain, as far as the new right is concerned, the exceptions traditionally specified by such rules. 

(2) A lawful user of a database which is made available to the public … may not perform acts which conflict with normal exploitation 

The other exceptions 

Period of protection

Art 10 (3) Any substantial change, evaluated qualitatively or quantitatively to the contents including any substantial change resulting from accumulation of additions, deletions or alterations, which would result in the database being considered to be a substantial new investment – database resulting qualifies for its own term of protection. 

Recital 55 – a substantial new investment involving a new term of protection may include a substantial verification of the contents of the database. 

National Treatment

Article 11 restricts sui generis right to makers or rightholders who are nationals of a Member State or have their habitual residence in the Community. Also for companies with registered office, central administration or principal place of business in Community

Art 11 (3) – Council can enter agreements for reciprocity. 

Technological Protection Measures and the EU Copyright Directive

American proposals 

American Tort of Misappropriation

International News Service v Associated Press (1918) 248 US 215; 65 Law Ed 211

National Basketball Association v Motorola Inc 105 F 3d 841 (2nd Cir 1997)

The Current Proposal 

 * The Database and Collections of Information Misappropriation Bill HR 3261, 108th Congress. 
The Nature of the Rights 

The relevant prohibition is against making available in commerce to others a quantitatively substantial part of the information in a database generated, gathered or maintained by another person if 

1. the database was generated, gathered or maintained through a substantial expenditure of financial resources or time’ 

2. the unauthorized making available in commerce occurs in a time sensitive manner and inflicts injury on the database or a product or service offering access to multiple databases;
3. the ability of other parties to free ride on the efforts of the plaintiff would so reduce the incentive to produce the product or that its existence or quality would be substantially threatened. 
These 3 requirements are all conjunctive and are the basis of modern statements of the tort of misappropriation accepted by most US states. 

Meaning of Injury  - “‘inflicts an injury” on the database means serving as a functional equivalent in the same market as the database in a manner that causes the displacement, or the disruption of the sources, of sales, licenses, advertising or other revenue.” 

Making available in commerce to others

Substantial number of members of the public or a number of persons that extends beyond a family and its social acquaintances or those who could reasonably anticipate to have a database made available in commerce to them without a customary commercial relationship. 

Meaning of database: 

“ a collection of a large number of discrete items of information produced for the purpose of bringing such discrete items of information together in one place or through one source so that a person may access them. “

Permitted Acts

· Independently generated or gathered information. 

· Acts of making available in commerce by nonprofit educational, scientific or research institutions – doing so for nonprofit educational, scientific and research purposes is not prohibited if the court determines that the making available is reasonable under the circumstances, taking into consideration the customary practices associated with such uses of such database by nonprofit educational, scientific, or research instiutions and other factors that the court determines relevant. 

· Hyperlinking 

· News reporting

Exclusions

· Government Information – database generated, gathered, organized or maintained by a government entity or by an entity pursuant to the extent required by a Federal statute or regulation requiring such a database. 

· Computer programs used in the manufacture, production, operation or maintenance of a database. 

Why the differences between EU and US do not matter

…And why they do matter

Maurer, Hugenholtz & Onsrud, ‘Europe’s Database Experiment’, Science, vol. 294 (26 October 2001), p. 789-790
The politics of the process – EU v US. 

International moves on the topic – WIPO, bilateral arrangements between EU and others eg candidate nations. 

Policy Issues, Concerns and Discussion of the future. 
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